REMARKS 

Claims 2, 5 through 15, 17 through 21 and 23 through 41 are pending in this 
application. Claims 33 through 41 have been added by this amendment. Claims 2, 17, 23, 
27, 30 and 33 are the independent claims. Claims 2, 7,17, 23, 27, 30 and 31 have been 
amended to overcome the Section 103 rejections. 

The Examiner rejected claims 2, 5 through 9, 12 through 15, 17 through 21 and 23 
through 30 under 35 U.S.C. § 103 as being obvious over U.S. Patent No. 5,526, 520 to 
Krause in view of U.S. Patent No. 6,372,612 to Watanabe. The Examiner also rejected 
claims 2, 5 through 15,17 through 21 and 23 through 30 under 35 U.S.C. § 1 03 as being 
obvious over U.S. Patent No. 5,675,507 to Bobo, II in view of U.S. Patent No. 5,870,089 
to Fabbio. 

REJECTIONS UNDER 35 U.S.C. § 103 

Claims 2, 5 through 9, 12 through 15, 17 through 21 and 23 through 30 under 35 
U.S.C. § 103 as being obvious over U.S. Patent No. 5,526, 520 to Krause in view of U.S. 
Patent No. 6,372,612 to Watanabe. Claims 2, 7, 17, 23, 27, 30 and 31 have been 
amended to overcome the Section 103 rejection. Specifically, claim 2 has been amended 
to recite, in part: 

processing said primary document to locate an un-selected indicator; 

identifying said secondary document associated with said located un- 
selected indicator; and 

attaching said secondary document to said primary document to encapsulate 
said secondary document within said primary document ." 

There is nothing in the Krause patent that discloses or suggests "processing said 

primary document to locate an un-selected indicator; identifying said secondary document 

associated with said located un-selected indicator . . .," as recited in claim 2. Instead, the 
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Krause patent operates only after the selection of a hotspot 55 (indicator) to identify the 
secondary document based on information in the selected hotspot (see column 4, lines 51 
- 65). Similarly, there is nothing in the Watanabe patent that discloses or suggests the 
above-recited elements from claim 2 that are missing from the Krause patent. Therefore, 
the Section 103 rejection of claim 2 is believed moot and it is respectfully requested that 
the rejection of claim 2, as well as the claims that depend therefrom, be withdrawn. 

Regarding independent claims 17, 23, 27 and 30, similar amendments to those 
made and discussed above in relation to claim 2, have been made to claims 17, 23, 27 and 
30 to overcome the Section 103 rejection of these claims. Therefore, for at least those 
reasons given above for claim 2, the above-cited Section 103 rejection of claims 17, 23, 
27 and 30, as well as those claims depending, respectively, therefrom, is also believed 
moot. Accordingly, it is respectfully requested that the rejection of claims 17, 23, 27 and 
30, and the claims depending, respectively, therefrom, be withdrawn. 

Claims 2, 5 through 1 5, 17 through 21 and 23 through 30 under 35 U.S.C. § 103 as 
being obvious over U.S. Patent No. 5,675,507 to Bobo, II in view of U.S. Patent No. 
5,870,089 to Fabbio. Claims 2, 7, 17, 23, 27, 30 and 31 have been amended to overcome 
the Section 103 rejection. 

There is nothing in the Bobo, II patent that discloses or suggests "processing said 
primary document to locate an un-selected indicator; identifying said secondary document 
associated with said located un-selected indicator . . .," as recited in claim 2. Instead, the 
Bobo, II patent discloses a Message and Storage Delivery System (MSDS) that receives 
and stores facsimile, voice and data messages and notifies the recipient of the messages 
via a generated e-mail that a message has been received (see Abstract). Specifically, the 
Bobo, II patent MSDS operates by receiving a message (primary document) (step 50) for 
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an intended recipient, storing the message (step 54) for the intended recipient, notifying 
the intended recipient of the message (step 56), converting the message to an HTML 
document (tertiary document) based on user preferences (step 58), receiving a request 
from the intended recipient for information on the stored message (step 76), generating a 
separate listing (secondary document) of the received message and other messages 
either with or without embedded HTML images (tertiary documents) of the message(s) 
(steps 102, 112, 120, 130 and 150), and moving (sending) the file to the Internet Server 
(step 104). (See FIGs. 2, 3, 4A and 4B; column 7, lines 3 - 12, 38 - 50; column 9, line 46 
- column 10, line 26.) In other words, in the Bobo, II patent, the secondary document is 
not "attach[ed] ... to said primary document to encapsulate said secondary document 
within said primary document " as recited in claim 2. Similarly, there is nothing in the 
Fabbio patent that discloses or suggests the above-recited element from claim 2 that is 
missing from the Bobo, II patent. Therefore, the Section 103 rejection of claim 2 is 
believed moot and it is respectfully requested that the rejection of claim 2, as well as the 
claims that depend therefrom, be withdrawn. 

Regarding independent claims 17, 23, 27 and 30, similar amendments to those 
made and discussed above in relation to claim 2, have been made to claims 17, 23, 27 and 
30 to overcome the Section 103 rejection of these claims. Therefore, for at least those 
reasons given above for claim 2, the above-cited Section 103 rejection of claims 17, 23, 
27 and 30, as well as those claims depending, respectively, therefrom, is also believed 
moot. Accordingly, it is respectfully requested that the Section 103 rejection of claims 17, 
23, 27 and 30, and the claims depending, respectively, therefrom, be withdrawn. 
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All of the Section 103 rejections of claims 2, 5 through 15, 17 through 21 and 23 
through 32 under 35 U.S.C. §103 are believed to be overcome, and it is respectfully 
requested that a notice of allowance to that effect be issued. 

New claims 33 through 41 have been added and include elements similar to those 
in claims 2, 5 through 15, 17 through 21 and 23 through 32, which are now believed to be 
allowable over the cited art. Therefore, claims 33 through 41 are similarly believed to be 
allowable, and it is respectfully requested that a notice of allowance to that effect be 
issued. 

CONCLUSION 

In view of the amendments and remarks submitted above, the Applicant respectfully 
submits that the present case is in condition for allowance, and a notice to that effect is 
respectfully requested. 

The Commissioner is authorized to charge a fee in the amount of $246.00, plus any 
other fees determined to be due under 37 C.F.R. §1.16 or §1.17 or credit any 
overpayment to Kenyon & Kenyon Deposit Account No. 11-0600. 
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The Examiner is invited to contact the undersigned at (202) 220-4263 to discuss 
any matter concerning this application. 

Respectfully submitted, 
KENYON & KENYON 



Dated: October 2, 2002 By: 



1500 K Street., N.W. 
Suite 700 

Washington, D.C. 20005 
Tel: (202)220-4200 
Fax: (202) 220-4201 
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APPLICANT : 
SERIAL NO. : 
FILING DATE: 



Thomas E. WALSH 
09/220,910 
December 24, 1998 



MARKED-UP VERSION OF AMENDMENTS 



IN THE CLAIMS : 

Please amend claims 2, 5, 6, 7, 9,17, 23, 27 and 30 as follows: 

2. (Three Times Amended) A method for identifying a secondary document 
having an un-specified location relative to a primary document in a document preparation 
environment comprising: 

d e t e rmin i ng if processing said primary document i nc l ud e s to locate an un-selected 
indicator; 

identifying said secondary document by dotormin i ng at le ast ono of a fi l ename and 
a l ocat i on of said s e condary docum e nt us i ng at le ast on e of a us e r i nput, a us e r s ele ct i on 
and syntact i c proc e ss i ng of sa i d pr i mary docum e nt, i f sa i d pr i mary docum e nt inc l ud e s 
associated with said located un-selected indicator; and 

attaching said secondary document to said primary document to encapsulate said 
pr i mary and secondary docum e nts tog e th e r, i f sa i d primary docum e nt i nc l ud e s sa i d 
i nd i cator, document within said primary document. 

5. (Twice Amended) The method according to claim 2, wherein said 
primary docum e nt unselected indicator includes at least one word, and wherein 
dotormin i ng at l oast on e of said identifying f il onam o and sa i d locat i on of said secondary 
document is performed as a function of said at least one word. 



DC01 403296 v 1 



13 



6. (Twice Amended) The method according to claim 2, wherein said 
pr i mary docum e nt unselected indicator includes a plurality of words, and wherein 
d e t e rm i ning at l oast on e of said identifying f il enam e and sa i d locat i on of said secondary 
document is performed as a function of said plurality of words within a predetermined 
proximity of said un-selected indicator included in said plurality of words. 

7. (Twice Amended) The method according to claim 2, further comprising: 
associating a predetermined word with at least one of said a filename and sai4 a 

location of said secondary document, 

wherein said primary document includes said predetermined word, and wherein 
identifying at least one of said filename and said location of said secondary document is 
performed as a function of said predetermined word. 

9. (Twice Amended) The method according to claim 2, wherein dotormining 
processing said primary document i nc l ud e s to locate said un-selected indicator is 
performed using syntactic processing 

17. (Twice Amended) A document preparation system for identifying a 
secondary document having an un-specified location from a primary document comprising: 
a first storage device stor i ng to store said primary document; 
a second storage device stor i ng to store said secondary document; 
a third storage device stor i ng to store an indicator; and 
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a processor coupled to said first storage device, said second storage device and 
said third storage device, said processor d e t e rm i ning i f to process said primary document 
i nc l ud e s said to locate an un-selected indicator, i d e nt i fy i ng identify said secondary 
document by d e t e rm i n i ng at le ast on e of a f ile nam e and a l ocat i on of sa i d s e condary 
docum e nt us i ng at le ast on e of a us e r i nput, a us e r s e l e ction and syntactic proc e ss i ng i f 
said pr i mary docum e nt inc l ud e s associated with said located un-selected indicator, and 
attach i ng attach said secondary document to said primary document to encapsulate said 
primary and secondary docum e nts tog e th e r, i f document within said primary document 
i nc l ud e s said i nd i cator . 

23. (Amended) A document preparation system comprising: 
a storage device; 

a set of instructions stored on the storage device; and 

a processor e x e cut i ng to execute said set of instructions to perform a method to 
identify a secondary document having an un-specified location relative to a primary 
documont by document, said method comprising : 

d e t e rmin i ng if processing said primary document i nc l udes to locate an un-selected 
indicator; 

identifying said secondary document by d e t e rm i ning at le ast on e of a fi le nam e and 
a l ocat i on of sa i d s e condary docum e nt us i ng at le ast on e of a us e r i nput, a us e r s ele ct i on 
and syntact i c proc e ss i ng of sa i d pr i mary docum e nt, i f sa i d pr i mary docum e nt includ e s 
associated with said located un-selected indicator; and 

attaching said secondary document to said primary document to encapsulate said 
primary and secondary docum e nts tog e th e r, i f sa i d primary docum e nt inc l ud e s sa i d 
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ind i cator, document within said primary document. 



27. (Amended) A method for identifying an unspecified address of a recipient 
of a primary document in a document preparation environment comprising: 

d e t e rmining i f processing said primary document i nc l ud e s to locate an un-selected 
indicato r, said primary document having a list of at least one address ; 

identifying an address of said recipient by d e t e rm i ning said addr e ss of sa i d r e cip ie nt 
using at le ast on e of a us e r i nput, a us e r se le ction and syntact i c proc e ss i ng i f said pr i mary 
docum e nt inc l ud e s associated with said located un-selected indicator; and 

attaching said address of said recipient to said list of said at least one address to 
encapsulate said address of said recipient with within said primary document , i f sa i d 
pr i mary docum e nt i nc l ud e s sa i d i nd i cator . 
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30. (Amended) A document preparation system comprising: 
a storage device storing a set of instructions; 

a processor executing said set of instructions to identify an unspecified 
address of a recipient of a primary document, said primary document including a list of at 
least one address corresponding to at least one recipient to receive said primary 
document, by: 

d e t e rm i n i ng i f processing said primary document i nclud e s to locate an un- 
selected indicato r, said primary document having a list of at least one address : 

identifying an address of said recipient by d e t e rm i n i ng sa i d addross of sa i d 
recip i ont us i ng at l e ast on e of a us e r input, a us e r s el ect i on and syntact i c proc e ssing i f sa i d 
pr i mary documont i nc l udes associated with said located un-selected indicator; and 

attaching said address of said recipient to said list of said at least one 
address to encapsulate said address of said recipient with within said primary document 
i f sa i d pr i mary docum e nt inc l ud e s sa i d i nd i cator . 



31 . (Amended) The method of claim 2, wherein said us i ng syntactic procoss i ng 
of sa i d pr i mary docum e nt identifying said secondary document comprises using natural 
language processing techniques. 
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